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REMARKS 

Claims 1-3 are pending in this application. 

Election Affirmation 

During a telephone conversation with Examiner on July 13, 2004, a provisional 
election was made with traverse to prosecute the invention of Group 1, claims 1-3. This 
election is affirmed by Applicants. 

Rejection under 35 U.S.C. § 102 
Rejection over Shults et al. 

Claims 1-3 were rejected under 35 U.S.C. § 102(a) over Shults et al. (J. Am. 
Chem. Soc. 2003, 125, 10591-10597). This reference lists as authors Melissa D. 
Shults, Dierdre A. Pearce, and Barbara Imperiali. The present application lists Barbara 
Imperial! and Melissa D. Shults as inventors. 

The rejection of the claims over Shults et al. is respectfully traversed, as this 
reference is describing Applicants' own work and was published less than one year 
before the filing date of this application. In support of this traversal is attached a 
Declaration of Barbara Imperiali, Melissa D. Shults and Dierdre A. Pearce. This 
Declaration states that the cited reference describes the work of inventor Melissa D. 
Shults and inventor Barbara Imperiali. The Declaration further states that co-author 
Dierdre A. Pearce's contribution to the content of this reference included early work on 
the synthesis of the SOX compound per the directions of Barbara Imperiali and that this 
synthesis was carried out using known synthetic transformations. 

The earliest publication date of the Shults et al. reference is listed at the top of 
the reference as August 9, 2003. The present application was filed less than one year 
from this date, on October 8, 2003. As noted in MPEP § 21 32.01 : 

Applicant's disclosure of his or her own work within the year before 
the application filing date cannot be used against him or her under 
35 U.S.C. 102(a) In re Katz, 215 USPQ 14 (CCPA 1982). 
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Accordingly, Shults et al. is not a proper reference under 35 U.S.C. § 102(a), as this 
reference discloses the inventors' own work and was published within one year before 
the application filing date. Applicants respectfully request that this rejection be 
withdrawn. 

Conclusion 

In conclusion, all of the grounds raised in the outstanding Office Action for 
rejecting the application are believed to be overcome or rendered moot based on the 
amendments and remarks above. Thus, it is respectfully submitted that all of the 
presently presented claims are in condition for allowance. Should the Examiner feel a 
discussion would expedite the prosecution of this application, the Examiner is kindly 
invited to contact the undersigned. 

Respectfully submitted, 

K. Shannon Mrksich, Ph.D. 
Registration No. 36,675 
Attorney for Applicant 

BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 
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